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Befow Is a communication from the EXAMINER In charge of this application 
COMMISSIONER OF PATENTS AND TRADEMARKS 

ADVISORY ACTION 



THE PERIOD FOR RESPONSE: 



is extended to run . 



. from the date of the final rejection 



□ expires three months from the date of the final rejection or as of the mailing date of this Advisory Action, whichever is later. In no 
event however, will the statutory period for the response expire later than six months from the date of the final rejection. 

Any extension of time must be obtained by filing a petition under 37 CFR 1.136(a), the proposed response and the appropriate fee. 
The date on which the response, the petition . and the fee have been filed is the date of the response and also the date for the 
purposes of determining the period of extension and the corresponding amount of the fee. Any extension fee pursuant to 37 CFR 
1.17 will be calculated from the date of the originally set shortened statutory, period for response or as set forth in b) above. 

I Appellant's Brief is due In accordance with 37 CFR 1.192(a). 

f Applicant's response to the final rejection, filed "^^A ^as been considered with the following effect, but it is not deemed 

to place the application in condition for allowance: 

^^The proposed amendments to the claim and /or specification will not be entered and the final rejection stands because: 

a. □ There is no convincing showing under 37 CFR 1.1 16(b) why the proposed amendment is necessary and was not eariier 
presented. 



b. ^SThey raise new issues that would require further consideration and/or search. (See Note). 

c. O They raise the issue of new matter. (See Note). 

d. □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal. 

e. □ They present additional claims without cancelling a corresponding number of finally rejected claims. 
NOTE: 



2. Q Newly proposed or amended claims 
the non-allowable claims. 



would be allowed if submitted in a separately filed amendment cancelling 

3. Upon the filing an appeal, the proposed amendment D will ho onterod Qswill not be entered and the status of the claims will 
hft as follows- 



.Claims allowed: 

Claims objected to: 

Claims rejected: l-'M , ^ /f" 

However; -r r / 

J3 Applicant's response has overcome the following rejection(s): d-f .£AAj(<-Ar<JL^ tVvt (X^)r^r^Mi//H^ 

— A t ^- -'--^ - ^ dbu/^ i-u,m.*'f iri^ u./^J^ s^'U-i.c -nij^n 



4. ''J^ The affidavit, exhib itor request for reconsideration has been considered but does not overcome the rejection because . 

5. Q The affidavit or exhibit will not be considered because applicant has not shown good and sufficent reasons why it was not earlier 

presented. 

□ The proposed drawing con-ectlon Q has □ has not been approved by the examiner. 

□ aher 
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DETAILED ACTION 

Item lb. 

The proposed amendment to the claims raise new issues under 35 U.S.C. 112, 2nd 
paragraph for lack of antecedent basis of "the parts", and new issues under 35 U.S.C. 1 12, first 
paragraph for scope of enablement because the specification does not enable one of skill in the art 
to practice the claimed methods commensurate in scope with that of claims drawn to methods 
comprising determining the nucleotide sequence of biologically fiinctional domains of p53; and for 
new matter because the specification does not provide support for a classification system based 
upon the sequence alone. 

Item 4. 

A. If entered, the amendment would overcome the present grounds of rejection of claims 1- 
1 1, 14 and 15 under 35 U.S.C. 112, first paragraph. However, it is noted that in Applicant's 
arguments, this rejection was characterized as an enablement rejection. For the purposes of 
clarification of the record, this rejection is a rejection under 35 U.S.C. 1 12, first paragraph 
because of new matter and is not an enablement rejection. 

The rejection of claims 1-11, 14 and 15 under 35 U.S.C. 112, first paragraph is maintained 
for the reasons of record. 
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B. The rejection of 15 under 35 U.S.C. 102(e) as being anticipated by Diamandis et al (U.S. 
Patent No. 5,552,283) is maintained for the reasons of record. 

With respect to amended claim 15, Applicant's arguments that the amendment overcomes 
the art of record have been considered but not found persuasive. Applicant specifically points to 
the step "b" of claim 15 in which the entire sequence determined in step is analyzed for the 
presence of mutations. Applicant asserts that as currently recited the claims read on analyzing the 
entire coding region of a p53 nucleic acid which Applicant asserts is not taught by Diamandis et 
al. This argument is not found persuasive because the nucleotide sequence determined in step "a" 
is a nucleotide sequence which encodes a part of a p53 protein. Thus, Applicant is arguing for a 
limitation that is not present in the claims. 

C. The rejection of Claims 1-10 and 14 under 35 U.S.C. 103(a) as being unpatentable over 
Elledge et al. (Breast Cancer Res. Treat. 27: 95-102, 1993) and of Callahan (J. Natl. Cancer 
Institute, 84: 826-827, 1992) in view of Diamandis et al (U.S. Patent No. 5,552,283) is 
maintained for the reasons of record. Applicant presents no arguments why amended claims 1-10 
and 14 are not obvious over the art of record. 

D. Because the amendment of claims will not be entered, the denial of priority under 35 
U.S.C. 11 9(a-e) is maintained. 



No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Anne HoUeran, Ph.D. whose telephone number is (703) 308-8892. 
Examiner Holleran can normally be reached Monday through Friday, 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Caputa, Ph.D. can be reached at (703) 308-3995. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist at telephone number (703) 308-0196. 

Anne L. Holleran 
Patent Examiner 
October 23, 2000 
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- JRY PATENT EXAMINER 
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